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Patent No.: Docket No.: 20239/020 1924.US0 

(PATENT) 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Letters Patent ot 
Kazuhiko Oda et al. 

Application No.: 10/539,649 

Filed: June 15, 2005 

For: AMORPHOUS CARBON FILM, PROCESS 
FOR PRODUCING THE SAME AND 
AMORPHOUS CARBON FUJ4-C0ATED 
MATERIAL 



REQUEST FOR REFUND 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, V A 223 1 3*1 450 

Dear Sir: 

Applicants beieby asseit that the above^identified patent application is entitled to a refund in 
the amount of $180.00, vMdh was eironeously charged to our deposit account for the filing of an 
Infonnatton Disclosure Statement 



Applicants draw the Officers attention to the fon that the Infbimation Disclosure 
Statement was filed before the issuance of tfie Final Office Action and that the references had been 
disclosed in a foreign ofBce action less that three nu>ntfas earlier, therefore, applicants should not 
have been charged a fee for filing of the Information Disclosure Statement. 

For the Office's convenience, attached is a copy of the United States Patent and 
Trademark Office Deposit Account Statement evidencing a charge of S 1 80.00 that was made to our 
deposit account for the filing of an Infonnation Disclosure Statement Also attached is a copy of the 
Japanese Office Action with &igli$h translation which proves that the office action was issued less 
that three months earlier. In addition, a copy of the ioforroation Disclosure Statement as filed, as 

I 



PAGE3l2S'RCVDAT»9l2(»74:23:25m|^ 



08/08/2007 16:24 FAX 212 608 6644 



DAReV a OARBV PC 



e 004/025 



Patent No • No.: 20239/0201924-USO 

(PATENT) 

well as a copy of the Electronic Acknowledgement Receipt evidencing the payment of all fees 
relating to the filing of the Infimnation Disclosure Statement is attached. Accordingly, Applicants 
respectfully request a refund in the amount of SI 80.00 to be credited to the undersigned's Deposit 
Account No. 04-100. 



Timely and favorable consideration of this request is requested. If the Examiner has any 
questions pertaining to this request, the Examiner is requested to contact the undersigned attorney at 
the telephone number below. 

Dated: August 9, 2007 RespectfiiUy submitted, 

" By ^^—^ 

Flyon Barrison 

Registration No.: 53,970 
DARBY & DARBY P.C. 
P.O. Box 770 
Church Street Station 
New York, New Yoik 1 0008-0770 
(212)527-7700 
(212) 527-7701 (Fax) 
Attorneys/Agents For Applicant 
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United States 
Ptitvot 9in<l 
Tiademadc Office 



Dapftft U Account Statement 

Requested Statement Mpnth: 
Depoeit Account Number 



Attention: 

Street Address 1: 

Street Address 2; 

CCty: 

State: 

Zip: 

Country. 



July 2007 
040100 

DARBY & DARBY P.C. 

ANGELINA STANTINI 

7 WORLD TRADE CENTER 

2S0 GREENWICH STREET 

NEW YORK 

NY 

10007 

UNITED STATES 



n*TB «co POSTING 
DATESEQpgP^ 



ATTORNEY 

DOCKET 

NBR 



PEE 
CODE 



AMT 



BAL 



07/02 1 


PCT/US07/81151 2203906-WOO 8007 


$20.00 


$50,864.02 




07/05 4 


10488828 


04703/0200968-USO 1481 


S790.00 


$50,074.02 




07/05 59 


79018411 


MADRID.20061106 6001 


$150.00 


$49,924.02 




07/09 7209 11813091 


09460/0207306-USO 8021 


$40.00 


$49,884.02 




07/11 18 


10860985 


20910/0208439-USO 1601 


S790.00 


$49,094.02 




07/11 19 


10680965 


20910/0205439-USO 1251 


S120.00 


$46,974.02 




07/12 20 


11673362 


04703/1200958-U81 1111 


$375.00 


$48,599.02 




07/12 22 


11673352 


04703/1200956'USI 1311 


$200.00 


$48,399.02 




07/12 115 


11734835 


20410/0208393-USO 2051 


S65.00 


$48,334.02 




07/12 7 


11569268 


00830/1200597-US1 1632 


S400.00 


$47,934.02 




07/12 4 


2416006 


20908/300A9444JSO 6206 


$300.00 


$47,834.02 




07/13 136 


11662620 


20343/1203758-USl 4011 


$75.00 


$47,569.02 




07/13 137 


11662620 


20343/1203758-US1 2051 


$85.00 


$47,494.02 


r 


07/13 138 


11882820 


20343/1203758*US1 2111 


$250.00 


$47,244.02 


07/13 139 


11882820 


2034d/1203766^US1 2311 


$100.00 


$47,144.02 




07/13 140 


11662620 


20343/1 20376e-US1 2203 


$160.00 


$48,964.02 


i 


07/13 141 


11682820 


20343/1203758-USl 2202 


$25.00 


$46,939.02 




07/18 57 


11426630 


06727/1 20505g-US2 8021 


»$40.00 


$46,979.02 




07/18 59 


11671794 


20345/1203506-U81 6021 


-$40.00 


$47,019.02 


5 


07/18 48 


10823431 


CYPR100CIPCON 1253 


-$1,020.00 


$48,039.02 




07/19 13 


PCTAJS07/641O2 2204163-WOO 1703 


$60.00 


$47,979.02 




T ' - 07/19 3 


10539849 


20239/0201 924-USO 1608 


$160.00 


347.799.02 




07/23 2 


11168913 


04394/1 00M646-US3 2201 


$100.00 


$47,699.02 


a 


07/23 3 


11188913 


04394/1 00M648-US3 2814 


$66.00 


$47,634.02 


>• 


07/28 4 


PCT/U808/81 819 2202526.WO0 6007 


$20.00 


$47,614.02 


> 


07/27 49 


10503289 


04342/0201656.USO 1202 


.$100.00 


$47,714.02 
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Re&Nnce No. 10110228 

Dispatch No. 260313 
Dispatch Date: May 29, 2007 

Notification of Reasons for Rejection 

Patent Application No.: Patent Application No. Tokugan 2001*342218 
Drafting Date: May 22, 2007 

JPO Examiner: Naohiro Yoshida 8028 4G0O 

Representatives/Applicant: Kosaku Inaoka (and another) 

Applied Law: Patent Law Section 29(1), Section 29(2), Section 29-2, Section 86 

Thie application is rejected for the following reaeone. An opinion, if any, 
should he suhmitted within 60 days from the dispatched date of the 
notification. 

Reasons 

1. The inventions in the claims listed below of the subject application should 
not be granted a patent under the provision of Patent Law Section 2O(l)(ii0 
since the inventions are the inventions described in the following publications 
distributed in Japan or fixreign countries or the inventions which were publicly 
available through electrical communication lines prior to the filing of the 
subject application. 
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2. The inventione in the daims listed below of the subject appUcatioxi should 
not be granted a patent under the provision of Patent Law Section 29(2) since 
it could have easily been made by persons with ordinary skill in the art to 
which the inventioxia pertain, on the basis of the inventions described in the 
following publications which were distributed in Japan or foreign countries or 
the inventions which were publicly available through electrical 
communication lines prior to the filing of the subject application. 
a« The inventions in the claims listed below of the subject application should 
not be granted a patent under the provision of Patent Law Section 29-2 since 
they are identical with the inventions described in the specifications originally 
attached to the request of the application Ibr patent listed below, which were 
filed prior to the filing date of the subject application and was published for 
oppositioh publication of the gazette in which the patent is described) or laid 
open for application after the filing the subject application, the inventors of 
the subject application are not identical with the inventors who have made 
said invsntions and the applicant of the subject application is also not 
identical with the applicant of said applications for patent at the time of filing 
the subject application. 

4. In this application, description of claims does not comply with the 
requirements under Patent Law Section S€(6)(ii). 

Note (The list of cited documents, etc. is shown below) 
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[Claima 1 to 8; ReasonB 1 and 2; Cited Documents 1 and 2] 

In the cited document 1, there i» a description to the effect that 
hydrogen-free carbon film is vapordepoeited at room temperature under the 
pressure of 1 x 10'^ Pa by means of a pulsed laser ablation of pure graphite 
target. 

In the cited document 2, there is a description to the effect that carbon 
film is vapor*depoeited under the pressure of lO'^^' Fa or 5x 10'^ Fa by means of 
a laser ablation of graphite target. 

Methods for the manufiBcture of carbon film mentioned in the cited 
documente 1 and 2 are not different at all firom the method for the 
manufacture of carbon film mentioned in claim 6 of this application and^ 
therefore, the carbon film prepared in the dted documente 1 and 2 has the 
same properties mentioned in claims 1 to 6, 7 and 8 of the present application. 

[Claims 1 to 8! Reasons 1 and 2; Cited Document 3] 

In claims 18 and 19 of the cited document 3, a coat where density is 2.6 
tQ 3.6 g/cm^ comprising carbon only is mentioned while» in claim 7p there is a 
description that the Knoop hardness is 1,800 to 8»000. 

In the paragraphs [0058] and [OOBS], there is a description of a method 
for the man\ifocture of such a carbon film in which solid carbon is used as a 
target and a vacuum arc discharge vapor deposition (cathode ate ion plating) 
is carried out io vacuo without introduction of gas. However, that is just the 
same ae the method for the manufiactuxe of carbon film mentioned in claim 6 of 
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the present invention. 

[Claiine 1 to 6 and 7; Reaaone 1 and 21 Cited Document 4] 

In the cited document 4 there is a description to the e&ct that carbon 
film is obtained by a method where electronic beam is irradiated to a graphite 
target in vacuo (lO*^ Torr) eo that carbon atom is sublimed and, at the same 
time, laser beam is irradiated. Particularly in Examples and in Table 1, there 
is a description that a hard carbon coat where density is 2.6 to 3.3 g/cm^ and 
Knoop hardness is 4.000 to 7,000 is prepared by changing the laser power 
density. In view of said manufacturing method, it is recognized that the 
resulting product has the properties mentioned in claims 2 to 4. 

[Claim i; Reasons 1 and 2; Cited Document 6] 

In the sample No. 27, for example, in the paragraph [0057] of the dted 
document 6, a hard carbon film where density is 3.17 g/cm^ is mentioned. 

[Claim 1; Reason 3; Cited Documente 6 and 7] 

In the sample No. 17, Table 2, paragraph [0032] of the specification 
attached to the initially-filed application of the cited document 6, a hard 
carbon film where density is 3.0 gfcm^ is mentioned* 

In claim 6 of the specification attached to the initially-filed application 
of the dted document 7, a hard carbon filwi where the amoimt of carbon 
induded is 99atm% or more and density is 2.3 to 8.7 g/cm^ is mentioned. 
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[Claim 4; Reaaon 4] 

In claim 4; theze ia a description leadixig formed from anhBtantianv 
carbon atoma oniy^» However, it is ambiguous to what iomount the word 
""fiubstantially^ refers audi as a whole, the scope of the invention is unclear. 

List of the cited documents, etc. 

1. TIE-JUN U, et al, Experimental Study of Hydrogen-iEroe DLC film 
Deposition by XeCl (308nm) pulsed laser ablation, 

Froc SFIE Int Soc Opt Eng, 2000, Vol, 3886, Page. 323-330 

2. J. DIAZ, et al, Raman spectroscopy of carbon films grown by pulsed 
laser evaporation of graphite, DIAMOND AND RELATED 
MATERIALS, 1992, VoL 1, p. 824*827 

3. Patent Application Publication No. 2001-192864 

4. Patent AppUcation iHiblication No. H02-022458 

5. Patent Application Publication No. H07-216795 

6. Patent Application No« 2001-126827 (Patent Application Publication 
No. 2002-322666) 

7. Patent Application No. 2000-186765 (Patent Application Publication 
No. 2002-008217) 

Record of results of prior art search 
• Technical fields to be searched* 
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IPC €28014/00-14/68 
C01B31/00-81/S6 
Databaae name JSTFlus. SCIENCE DIRECT 

The record is not a component of the zeasons for rejectioii. 

Please contact as follows if you have any inquiries on the contents of 
this Notification and/or wish to have an interview. 
The 3rd department. Division of Inorgranic Chemistry, Naohiro Yoshida 
TEL: 03-3681-1101 (extension No. 8416), 
fax: 03-3580-6g05 



PAGE11l2S'RCVDAT«9aO074:23:2SPM[EasteniDayOj|titme]'SVR:US^ 



08/0S/2007 16:25 FAX 212 608 8644 



DARBV a OARBV PC 



iaoi2/025 



Sgg-a-! 10110228 jSja^g-i-: 250313 «aiB :3|eAl9^ 5^29B 1 



#ffttiSO»# 4^ie2001-342218 

1#W/f»St JSm 30284G00 

l^fFWSAf^SA taw «^f^ 145) « 

mmikx $^2 9^!si^, !i^2 9j&fg2%. IS2 9^(9 2 






^c*^^^-c> )Jg:ls$^^fcT^Bof^^^tl|fctc^Biis^^fc«wxrtcSf?ta^flEIi» 

#w««afc««±sa©5iM«rtfc«i:ia--ett*<. *fer<^aBo^ 
mm^i-B 9^1, 2 3\m:»imis 2] 
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«ffl»^:10lT0228 »j^S#:250313 18^ B ;¥Bftl9^ 5^29 8 2 

[fi»3it«l-8 a^l. 2 3l^:titt3] 

-/^y-ffiflC43E<b$ii:« dtlCJtoT, «g2. 8-3. Bg/cm^.^- 
, iomm:Jy^i!>>h^X. l9*392-4|J:SE«^Ftvfc4fcttS:'^LTv>6t»©i» 

ll«S:lR5CO[0057]«l»©«flJ*.tfM»No. 27{ttt, «ft3. 17g/cm 

9ommmmtiinmtihx\f>^, 

9 9 a tm%ei±-C<fe9s «I62. 3-3. 7 g/cm3<^«{f^S!flK*«ia<R* 
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1 . TIB'JUN LI, et al, Experimental Study of Hydrogen-free DLC film 
Deposition by XaCl(308nffl) pulsed User ablation, 

Proc SPIE Int Soo Opt Eng, 2 0 0 0^. Vol.3886. Page. 323-330 

2. J.DIAZ, et al, Raman spectroscopy of carbon films grown by pulsed 
laser evaporation of graphite, DIAMOND AND RBLATB) MATERIALS. 

19 9 2^, Vol. 1, p. 824-827 

3. #H! 2001-19286 
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DockotNc: 20239y020l924-US0 
(PATENT) 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In It Patent ^plication of: 
KazuhikoOdaetal. 



Application No.: 10/S39>649 



ConfinnAtion No.: 6622 



Hied: June 15, 2005 



Art Unit 1775 



For. AMORPHOUS CAKBON FILM, PROCESS Examiner: Azchene A. Tomer 
FOR PRODUCING 1HE SAME AND 
AMORPHOUS CARBON FILM-COAIED 
MATERIAL 



Commissioner for Patents 

P.O, Box 1450 

Alexandria, VA 22313-1450 

Dear Sir 

This Information Disclosure Statement is submitted in aocordance with 37 C.F.R. 1.97, 
1.98. and it is requested that the information set forth in this sutement and in the listed documents 
be considered during the pendency of the above«identified application, and any other application 
relying on the filing date of the above-identified application or cross-referencing it as a related 
application. 

1. This IDS should be oonsideiedt in accordance with 37 C.F,R« 1.97, as it is filed: 
(Check one of the boxes A-D) 



INFORMATION DISCLOSURE STATEMENT OPS) 
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AppUcation No.: 10/539.649 Docket No.: 20239/Q201924-US0 



within three months of the filing date of the above*identified national 
application or within three months of the entry into the national stage of the 
above identified national application 

before the mailing date of a first office action on the merit8« or a first office 
action after filing a request for continued examination. 

after (A) and (B) above, but before final xcjection or allowance, and 
Applicants have znade the necessary statement in box ^i** below or piud the 
necessary fee in box '*ii^* bdow. 

(check one of the boxes *T and "u" below:) 

fxl i' Counsel states that, upon information and belief, each item of 
information listed hetein was (check one of boxes (a) or (b)) 

nr|(a) first dted in any ctmununicatioo from a foreign patent office in 
a counterpart foreign application not more than diree months prior 
to the filing of this IDS ; or 

I [(b) not cited in a communication from a foreign patent office in a 
counterpart foreign application and, to the knowledge of 
undenigned after making reasonable inquiry, was not known to 
any individual designated in l.S6(c) more than three months prior 
to the filing of this IDS. 

I III A check for the fee set forth in L 17(p). presently believed to be $180, 
is enclosed.. 

I |d. after (A), (B) and (Q above, but before payment of the issue foe: Applicant 
petitions under 37 CJ'.R. 1.97(d) for the considmtion of ttus IDS. Under 
37 CFR L17(p) a check in tiie amount of $180.(X> is mclosed. Counsel 
certifies that, upon information and belief, each item of infomiation listed 
herein was 

(check one of the boxes "a" and 'V below:) 



2 



□a. 
□b. 

He. 
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Application No.: 10/339,649 Docket No.: 20239/0201924-USO 

[ ](a) first cited in dny comoranicatioa from a foreign patent office in 
a counteipart foreign application not more than three months prior 
10 the filing of this IDS; or 

was not cited in a communication from a foreign patent office 
in a counterpart foreign application and« to the knowledge of 
undoBigned after making reasonable inquiry, was not known to 
any individual designated in l.S6(c) more than throe months prior 
to the filing of this IDS. 

2. In accoidance with 37 C J.R, 1.98, this IDS includes a list (e.g., form FTO/SB/D8) of 
all patents^ publications, or other Inforaiation submitted for consideration by the office, either 
incorporated into this IDS or as an attachment hereto. A copy of each document listed is a t faRheri, 
except as explained below. 

(check boxes A, B and/or C and fill in blanks, if appropriate.) 

I I A, Pursuant to the Notice issued by the United States Patent and Trademark 

OfSce dated July 11% 2003 waiving the requirements of 37 C.RR. § 

1.98(a)(2XI), a copy/copies of the United Stotes Patent on PTO/SB08 

Is/are not being submitted. 
( |b, Document(8) . ^is (are) deemed substantially cumulative to 

document(s) , and, In accordance with 1.98(c), only a copy of 

each of the latter documents is enelosed. 
I |c. Certain documents were previously died by or submined to the Office in 

the following prior q^lications, which are relied upon under 35 U.S.C. 

120: 

«INSBRT SERIAL NO. & FILING DATE» 

Applicant identifies these documents by attaching hereto copies of the forms PTO-892. PTO-1449 
and/or PTO/SB/08 ftom the files of the prior application(8) or a frtsh PTO/SB/08 listing these 
documents, and request diat they be considered and made of record in accordance with L98(d). Per 
37 CFR i .98(d), copies of these documents need not be filed in ttiis appUcation. 

(T]3. QteNos. 1-9 under Fbreign Patent Documents are not in the 
English language. In accordiance with 1.98(c), AppUcant 
states: 
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Application No,: 10/539,649 Docket No.: 2(>239/0201924-US0 



[xjAn English tximslatioii of each document (or of the pertinent 
portions thereof), or a copy of each corresponding English- 
langiiAge patent or appUcatioo, or English-language abstract (or 
claim) is enclosed. 

Qjnic requiiement for a concise explanation of Ifae relevance of any 
foreign language docnment is satisfied by the attached search 
report; citation of the documents cited in the search report shall not 
be construed as an admission that they are or are considered to be, 
material to patentability of the subject matter claimed herein (See 
MPEP 5609). 

FHa concise explanation of the relevance of document(s) 

Is set forth as follows: Pnsert concise explanation of 

relevance] 

FHa concise explanation of the relevance of documentCs) can 

be found on page(s) of the specification. 

I |a concise explanation of documentCs) can be found on the 

attached sheet 

No explanation of rvlevanoe is necessary for documents in the 
English language (see reply to Comments 67 in the preamble to 
the final rales; I13S OG 13 at 20). 

Other infonnatlcD being provided for the ^aminer's 
consideration follows: 

A Japanese Office Action, dated May 29. 2007, which issued during the prosecution of 
Japanese Application No. 2001-34221 8 whidi conesprads to die present appUcation. 

6. In accordance with 37 C.F.R. 1.97(g) and (h), die filing of this IDS should not be 
construed as a rei^entation that a search has been made or that information cited is, or is 
considered to be, material to patentability as defined in SLS6 (b), or (hat any cited document listed 
or attached is (or constitutes) prior art. Unless other-wise indicated, the date of publication indicated 
for an item is taken ftom die face of the item and Applicant reserves the right to prove diat the date 
of publication is in fact dififerent. 

Early and favorable consideration is earnestly solicited. 



□5. 
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Application No.: 1(V539.649 Docket No.: 20239/0201 924-USO 



The Commissioner is authorized to charge any'd^clency of up to S300.00 or credit any 
excess in this fee to Dq>osit Account No. 04-0100. 

Dated: July 1 1. 2007 RetpeetfuUy uibmitted, 

Bv /FB/ Flvnn Bairiaon f33.970^ 

llMmas J. Bean 

Registration No.: 44,528 
DARBY & DARBY P,C. 
P.O. Box 770 
Chnrch Street Station 
New Yorlc New York 10008-0770 
(212) 527-7700 
(212) 527-7701 (Fax) 
Attomeya/Agenis For Applicant 
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